\4\ United States Patent and Trademark Of fice 
m " 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria. Virginia 22313-1450 
www.usplo.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO, 


CONFIRMATION NO. 


09/980,882 


11/02/2001 


Thomas Scholl 


Mo-6753/LeA 33,677 


1975 



7590 



03/19/2004 



Bayer Corporation 
100 Bayer Road 
Pittsburgh, PA 15205-9741 



EXAMINER 



WYROZEBSKl LEE, KATARZYNA I 



ART UNIT 



PAPER NUMBER 



1714 

DATE MAILED: 03/19/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

09/980.882 



Examiner 

Katarzyna WyrozebskI Lee 



Appllcant(s) 

SCHOLL ET AL 



Art Unit 
1714 




- The MAILING DATE of this communication appears on the cover sheet with the correspondence addr^s - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36{a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

I )KI Responsive to comnnunication{s) filed on 22 January 2004 . 
2a)IEI This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) |EI Claim(s) 6-72 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) |EI Claim(s) 8 is/are allowed. 

6) |E1 Claim(s) 6 J and 9-12 is/are rejected. 

Claim(s) is/are objected to. 

8) n C!aim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

10)0 The drawing(s) filed on is/are: 3)0 accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawlng(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1 .1 21 (d). 

I I )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C, § 119 

12)1E1 Acknowledgment Is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)|El All b)n Some * c)^ None of: 

1 -IE] Certified copies of the priority documents have been received. 
2.n Certified copies of the priority documents have been received in Application No. 



3.n Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review {PTO-948) 

3) □ Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 

Paper No(s)/Mail Date . 



4) 0 Interview Summary (PTO-413) 

Paper No(s)/IVIail Date. . 

5) D Notice of Informal Patent Application (PTO-1 52) 

6) □ Other: • 
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In the light of the applicant's amendment and arguments, filed on 1/12/2004 the prior art 
rejections are hereby overcome. The application however, is not in condition for allowance, due 
two new matter issue incorporated into the present claims as well as 1 12 issue in the newly 
added claims. 

Claim Rejections - 35 USC § 112 

1. The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

2. Claims 6, 7, 9-12 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply 
with the written description requirement. The claim(s) contains subject matter, which was not 
described in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

The claims of the present invention have been amended to read on Rl substituent having 
C2-C36 carbon atoms, instead of previous limitafion of C1-C36. Per MPEP, when dealing with 
amendment to limitations of numerical ranges, the applicants have to have explicit recitation of 
that limitation in the specification. The examiner of record found support for CI as originally 
presented as well as mercaptopropionic acid (C3) mercaptobenzoic acid (C4) or 



Application/Control Number: 09/980,882 Page 3 

Art Unit: 1714 

mercaptoundecanoic acid (CI 1). However, there is no explicit limitation of the 
mercaptocarboxyl compound having 2 carbon atoms. 

Claim Objections 

3. Claim 12 is objected to under 37 CFR 1 .75(c), as being of improper dependent form for 
failing to further limit the subject matter of a previous claim. Applicant is required to cancel the 
claim(s), or amend the claim(s) to place the claim(s) in proper dependent form, or rewrite the 
claim(s) in independent form. 

In the instant case, the applicants added two claims where the carboxyl mercaptan 
compound is 3-mercaptopropionic acid, mercaptobutyric acid, 2-mercaptosuccinic acid and 4- 
mercaptobenzoic acid. This claim depends on claim 1 1 and if further fails to narrow down the 
limitation of claim 11, since some of the carboxymercaptans of claim 12 are not in claim 1 1. In 
addition, where claim 1 1 reads on 4-mercaptobutyric acid, claim 12 simply states 
mercaptobutyric acid, thereby further allowing other variations of this acid. 

The prior art of record has been withdrawn for the following reasons. 
The prior art of WITTE although teaches use of carboxymercaptan compounds to modify the 
rubber, it does not teach the glass transition temperature. After careful reconsideration of the 
prior disclosure, it is not clear if the modification with acid would change the Tg to a greater 
extent than the alcohol. Further experimentation would be required as the effects of sterics are 
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no clear. Any allegation that the Tg would be similar or encompass the present invention would 
be considered improper hindsight. 

4. Applicant's amendment necessitated the new ground(s) of rej ection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1.136(a) will be calculated from the mailing date of the advisory action, hi no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Katarzyna Wyrozebski Lee whose telephone number is (571) 
272-1 127. The examiner can normally be reached on Mon-Thurs 6:30 AM-4:00 PM. 

If attempts to reach the examiner by telephone are unsuccessfiil, the examiner's 
supervisor, Vasu Jagannathan can be reached on (571) 272-1 1 19. The fax phone number for the 
organization where this apphcation or proceeding is assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from the Patent 
Apphcation Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 
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Katarzyna/ww)asbsl:i Lee 
Primary Exammer ( 
Art Unit 1714 



kiwi 

March 15, 2004 



